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REMARKS 

Applicant has withdrawn claims 43 and 44 and added new claims 45-50. Support for 
new claim 47 can be found in original claim 1 and page 3, line 5 of the amended Specification 
(see the response filed on October 28, 2004). Support for new claims 45, 48, and 49 appears in, 
e.g., original claim 3 and support for new claims 46 and 50 appears in, e.g., page 2, lines 3-4 of 
the Specification. Applicant has also corrected deficiencies in claim 1 1 and the Specification. 
No new matter has been introduced by the above amendments. 

Upon entry of the proposed amendment, claims 1,11, and 45-50 will be pending and 
under examination. Reconsideration of the application, as amended, is requested in view of the 
remarks below. 

Rejection under 35 U.S.C. § 103(a) 

Claims 1 and 1 1 are rejected as being obvious over Cheng et al., M. Taiwan J. Med. 
3:166-173, 1998 ("Cheng I"), Cheng et al., J. of E.N.T. Medicine, 33:431-441, 1998 ("Cheng 
IF'), Chou et al., China Medical College Journal, 8(1):13-18, 1999 ("Chou"), or Lin, Annual 
Report of Chinese Medicine Committee, DOH, ROC, 16:79-98, 1998 ("Lin") 1 in view of Huo et 
al., CN 1079 150 ("Huo"). See the Office Action, page 2, lines 14-17. 

Applicant discusses independent claim 1 first. It covers a nutraceutical composition 
containing extracts of four herbs: (1) Hedysarum polybotrys Hand.-Mazz. ox Astragalus 
membranceus Bge., (2) Atractylodes macrocephala kodiz, (3) Ledebouriella seseloides (hoffm.) 
Wolff, and (4) Flos Magnoliae. The composition can be used for treating, among others, allergic 
rhinitis. 

As correctly pointed out by the Examiner, "all of [Cheng I, Cheng II, Chou, and Lin] 
teach that Yu Ping Feng San which comprises Huang qi, Bai Zhu, and Fang Feng {Astragalus 
membranceus, Atractylodes macrocephala kodiz, Ledebouriella seseloides) in ratios including 
1:1:1 were effective in treating allergic rhinitis (see [the] English Abstracts). None of [these 



1 The information disclosure statement filed on April 29, 2004 erroneously listed "Gin," instead of "Lin," as the 
name of the sole author of the article designated "AT." In other words, the correct citation for this article should 
read "Lin, Annual Report of Chinese Medicine Committee, DOH, ROC 16:79-98, 1998. Applicant refers to this 
article as "Lin" in this response. 
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four] references specifically taught the incorporation of Flos Magnoliae (Magnolia flower) into 
the composition." See the Office Action, page 3, lines 1-6. 

Huo does not cure this deficiency in these four references. It describes a composition 
containing eleven ingredients. According to its Chinese specification, "the composition contains 
Xin Yi Hua [i.e., magnolia flower] 95-105 g, Guang Jiao 80-100 g, Chuang Shan Jia 38-42 g, 
She Xiang 70-78 g, Bai Zhi 39-41 g, Gu Fan 100-120 g, Wu Bei Zi 100-130 g, Fang Feng 45-55 
g, Cang Er Zi 95-1 10 g, Jin Yin Hua 38-42 g, Pi Pa Ye 49-51 g." See page 2, first paragraph of 
Huo, a copy of which is attached hereto as "Exhibit A." 2 The composition can be used for 
treating eight diseases, i.e., acute rhinitis, nasal congestion, conchitis, nasosinusitis, sinusitis, 
maxillary sinusitis, rhinopolyp, and allergic rhinitis. See the Abstract. However, Huo does not 
teach or suggest a composition containing a combination of Huang Qi, Bai Zhu, Fang Feng, and 
magnolia flower, as required by claim 1 . 

The Examiner contends that "it would have been obvious to one of ordinary skill in the 
art at the time of the claimed invention was made to combine the instant ingredient for their 
known benefit since each is well known in the art for treating allergic rhinitis." See the Office 
Action, page 3, lines 9-12. Applicant disagrees. Huo describes a composition containing eleven 
ingredients for treating eight diseases. It is unclear to one skilled in the art which ingredient in 
the composition is effective in treating which disease. Indeed, the probability of picking 
magnolia flower from ten ingredients (excluding Fang Feng which is already recited in claim 1) 
for treating allergic rhinitis selected from eight diseases is only 1/80 (1/10 * 8 = 1/80), i.e., 
1 .25%. Given this low probability; one skilled in the art, in view of Huo, would not have been 
motivated to combine magnolia flower with Huang Qi, Bai Zhu, and Fang Feng to prepare a 
composition of claim 1 for treating allergic rhinitis. In sum, all the Examiner has done is, with 
the benefit of the knowledge of this invention, picking and choosing four ingredients (three 
described in Cheng I, Cheng II, Chou, and Lin and one described in Huo) and then combining 
them to arrive at the composition of claim 1 even though the cited references do not suggest in 
any way such a combination. 



2 Applicant's counsel is proficient in both English and Chinese and verifies that the translation is complete and 
accurate. 
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For the reasons set forth above, claim 1 is not obvious over Cheng I, Cheng II, Chou, and 
Lin in view of Huo. Neither is claim 11, which depends from claim 1. 



Applicant submits that new claims 45-50 are novel and non-obvious over Cheng I, Cheng 
II, Chou, Lin, and Huo. 

Claims 45 and 46 depend from claim 1 . As discussed above, none of Cheng I, Cheng II, 
Chou, Lin, and Huo teaches or suggests the composition of claim 1 . It follows that these 
references also do not teach or suggest the composition of claims 45 and 46. Thus, claims 45 
and 46 are also novel and nonobvious over these references. 

Claim 47 covers a nutraceutical composition containing extracts of three herbs: (1) 
Atractylodes macrocephala kodiz (i.e., Bai Zhu) (2) Ledebouriella seseloides (hoffm.) Wolff (i.e., 
Fang Feng), and (3) Flos Magnoliae. In other words, the nutraceutical composition contains the 
second, third, and fourth herbs recited in claim 1 . 

As pointed out above, Cheng I, Cheng II, Chou, and Lin describe a composition 
containing Huang Qi, Bai Zhu, and Fang Feng. None of these references teaches or suggests a 
composition containing Flos Magnoliae. As also pointed out above, Huo describes using a 
composition containing eleven ingredients (including magnolia flower) to treat eight diseases. 
The probability of picking magnolia flower for treating allergic rhinitis is only 1 .25%. See the 
discussion, supra. Given this low probability, one skilled in the art, in view of Huo, would not 
have been motivated to combine magnolia flower mentioned in Huo with Huang Qi, Bai Zhu, 
and Fang Feng mentioned in Cheng I, Cheng II, Chou, and Lin to prepare the composition of 
claim 47. Thus, claim 47 is novel and non-obvious over Cheng I, Cheng II, Chou, Lin, and Huo. 
Neither are claims 48-50, all of which depend from claim 47. 



Applicant submits that the grounds for rejection asserted by the Examiner have been 
overcome, and that claims 1,11, and 45-50, as pending, define subject matter that is novel and 
nonobvious. On this basis, it is respectfully submitted that all of the pending claims are now in 
condition for allowance, an action of which is requested. 



New claims 



CONCLUSION 



Applicant : Ching-Hsiang Hsu 



Attorney's Docket No.: 12841-006001 



Serial No. : 10/645,054 
Filed : August 2 1 , 2003 
Page : 9 of 9 



Please apply any other charges to deposit account 06-1050, referencing Attorney's 
Docket No.: 12841-006001. 



Fish & Richardson P.C. 
225 Franklin Street 
Boston, MA 021 10 
Telephone: (617)542-5070 
Facsimile: (617) 542-8906 



Respectfully submitted, 





Y.ifllocky Tsao, 
Attorney for Applicant 
Reg. No. 34,053 



21201170.doc 



llliaff* CN 1079150A 




1211 92103805.4 



1993 ^12^ 8 fl 



[51 J Int.a 5 



A61K 35/78 



|22|*iSB 92.5.28 

|7l|*BA ft /S 

uitt 537200 rmwrn ft mKiaw&mi \k 

i72is^A to m s?r-¥ 



1 54| * M « f* 4" # * & tt. *J ?F'J ff J W ft * & 
|57|ffiS 



WBB3T«t: 



^5J 'ft J 4564 



* « E * 



&95-105g, r^80-100g,^Llj ?38-42 Sl W70-789, ^ :,t39-4l 9. 
#r4L100-l20g, 2MHH00-I30 9l §5W5-55g ; £^95-1 1 0 9. 

(2) #ffdj**8MBrt#£±*fc. *lH»fl#f-. iWA 

(3) ^lflX«5**tt#J«x ®^ 4t**JH. 

(4) M^FM^^t^f l20B#$»&Jfl u 

(7) #*ttff*#0ttr*#ffl « 

(B) KfMrA^;. ;a&* *&tom&toWtt*4M . 

02) t^«Mf^rfi> ydi¥fliai.^*igBtAA10 
fc#*85&\ tf^ft'tft^A &&®l&$mik-l\ -^)gci±^M^^' 



2 



m 



H*. W#Ilo **««r+«f#«l. j^iMft^ ft***. 
HAM>*#ftlbilU9f9l««r*«^ *¥«*-**&> 

£ftJK*fcftJK. 1 9 82^-JRf^MJ>. ft*: 

(2) «fcl§i»*J*fiH&-*IT <ABU<MHJK#.lRJK. 
1982* #-JRfpJW> ft* 

(3) #=**ri, *&*. *a*< abulia 

», 1986^ tf-JW«>. ft* ffi* 

(4) g » 1 9 a 2 #. 1 1 ft ft* m « 

(5) <<fc£HMO> -+-b*. W, ***<Ji*fl-*tt* 
ft», 1984^, #5.*MI>. ft* 

»#iit*.WJC¥E¥E*«[.*«. I 9 8 0*1 2fltf-JKWi. 
**WttBtt#FW«#*|-fc» fttt**. ***♦ »!■ 



-105s. r"«80-100s. 3FOj ¥38-428. 4NT70-78s. 6£39-41g, 
100-I20g, 2i.^-f lOO-130 9l ^X45-559; *Jff95- 110g, 
38-42g. #sfci+49-51 g# tWROT A. 

(2) tt?iljr.tt^rt»24ft&. ftibfftH*?-. «#JA 

(4) #^^?F^^W^^120@3tW^^c 
<B *Jtt«. **** 



mm , mm * **» a & see *tc#No*#8 j»oh^i!* 

500*#. 

^WD#*«JSf«*Sffff«#«+«1.5*^JEfrl20 'CM 

*m%mm. -*a*£#jl 
ff&vt. *w#jh. m**. mwm. %mm* 

! : 37 Sir*,, JS . 33* , ft B EL**#*r E ^ UL « = 



JWJMMUM. *t«#&o MM, 

». M*#. Ml, I5#££ ,&7f;0##;frW##. 

*¥JK*. #M*io**£#; MM. &*. 
£##Mrt. #M*< ±.m%* #¥JE*20*;fc#.. M# 

&#¥>je*. Jttttii, » mm. *T 



&* i mm* 

(3) #6£40g,&#. ^lOX^MLttH^Vr^lT^M. 

(4) #«-#70s,9NRlH»^120Bitf|f^«3|C#A. 

(6) ^100g,^6«^rt««^W^ c 

(7) aL#f-100g,tt*«L?f, #*mmi. 

02) ^ilj¥^A10^T^^mrt«180^#^^5 



8 



*Hf*rt*»A75XW5BII 250 9 tt*«*lf##Wl#*J##;M 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

/ 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



